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Project Management for Technology Transfer 

3 

Objectives Challenges 

What it’s Actually  Like What you’re trying to  
achieve 

Methods & 
Resources 

How you do it 

1 2 3 

Easy as …..A B C ? 
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WHY do Technology Transfer? 

Promote the University 

Make money 

A combination of the above 

Create jobs 

Create local/national 

wealth 

Others..? 

 
 Objectives 
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Objectives  

Personal 
Development 

Excitement 

Recognition 

Wealth 

Authority 



© Copyright  2015 Isis Innovation Ltd. 

Winner ‘Technology Transfer Unit of the Year’  

       Global University Venturing 2014 

finding  
IP 

protecting 
IP 

academic 
engagement 

understand  
the market 

Is there a market? 

understand  
the supply 

chain 

find company 
contacts 

persuade  
companies to  

take risk 

secure PoC 
 funding 

valuing 
technology 

secure  
license  
deals 

securing equity 
investment 

delivering 
validated 

technologies 

 
 What are the Challenges 
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 What does the TTM do 
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Example – Natural Motion 

• Euphoria software enables characters to interact and 
respond to their virtual environment 

– Used in films including Poseidon and Troy 

– Video games Grand Theft Auto IV and Star Wars: 
Force Unleased 

 

• Based on algorithms developed by founder & CEO, 
Torsten Reil and Colm Massey 

 

• University Challenge Seed Fund grant in 2000 
provided funding to get first programme started - 
£23K 

• Bought by Zynga for $527m in February 2014 
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The 4 Ps of A Successful TT Office 

9 



© Copyright  2015 Isis Innovation Ltd. 

Winner ‘Technology Transfer Unit of the Year’  

       Global University Venturing 2014 

Resources and Skills Needed by TTOs  

10 

• Top-level University Support 

• As well as good relations with the inventors 

 

• Funding / Investment to support initial IPR costs 

• Patent Applications, Etc. 

 

• Entrepreneurial Technology Transfer Office Staff 

• With experience of IP contract management 

• With technical and commercial assessment skills 

• Able to sell IP advisory services to University Researchers 

 

• Wide-ranging commercial and legal contacts 

• Speed - Able to act quickly to protect IP assets 

• Able to act quickly so as not to hinder academic publication 
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Organisational Approaches 

• Buyers and Sellers v Cradle to Grave 

 

• Buyers and Sellers: a team of individuals who identify and protect inventions; 
a separate team of individuals to market, license and spinout technology 

 

• Cradle to Grave: a team of individuals who take the project all the way 
through from identification to exploitation 

 

• Advantages of Cradle to Grave: 

• Single point of contact for the researcher 

• Single point of contact for third parties 

• Contact knows about all aspects of the project 

 

• Disadvantage of Cradle to Grave: 

• Hard to recruit people with the diversity of skills 

 

11 
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Organisational Structure 

University Department Separate Company 

Easier to control Entrepreneurial freedom 

Embedded in university Independent pay scales 

Championed by university hierarchy Performance incentives 

Run by insider e.g. pro-rector for research Isolates contractual risks 

Territory specific tax benefits Run by outsider 

Easily aligned with contract research staff Territory specific funding benefits 

12 
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Key Skills 

• The ‘Ideal’ commercialisation manager 

• Is patient and has good attention to detail for supporting patenting process 

• Has a high level of knowledge in a relevant technical area 

• Understands and has sympathy for the universities position 

• Can empathise with disparate groups of people (researchers, industry, investors) 

• Is good on the telephone and face-to-face; getting to the right contact and 
making the pitch 

• Thinks laterally and creatively 

• Negotiates well to secure a good deal; doesn’t take it personally 

• Has credibility and gravitas  

• Anticipates the tricks  

• Remembers to record all the details of the deal they have done 

 

• Doesn’t exist…. 

 

13 
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Engaging your university – the importance of IP Policy 

• Legal ownership 

 

• Rights to commercialise and associated responsibilities 

 

• The commercialisation process 

 

• Benefit sharing 

• Scientists/ Researchers 

• Wider organisation 

• Department, Faculty, School 

• TTO 
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Mechanisms in place to ascertain IP ownership 

• Isis currently manages over  1,250 Patents & Patent Applications  

  300 active licensing deals 

                  Over 1,000 active projects  

 

Existing  
Company 

University of  
Oxford 

Isis Innovation 
Assignment 

Licence 

Licence Back Research Support Services  
(RSS) 
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Freedom to Operate 

• Just because you can get a patent doesn’t mean you can use it 

 

• You may need to get access to other technology in order to make, sell or use 
your patented technology 

 

• Example: Medical diagnostic PCR tests 

• Roche protected a process for DNA amplification in 1985 

• Many patented Diagnostic medical tests developed, require DNA 
amplification 

• Companies required a licence to the DNA amplification patent in order to 
successfully exploit their own patents 

• Roche operated a sophisticated licensing programme making the 
technology available at a price 

• Not all patent owners will allow use of their patented technologies 
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The Patenting Process- The Importance of making the right strategy 

International Search Report 
 –prior art the Examiner 
thinks may be relevant, 
about which we can make 
arguments 

Patent Cooperation 
Treaty – 
International 
application 

Separate applications in chose 
countries or regions (e.g. Europe – 
EPO) 
Each patent office makes up own 
mind 
Opposition always a possibility/ 
probability 

Europe 
•  20 years from PCT filing date 

 
US 
•  granted before 8th June 95, 17 

years from patent grant 
•  pending on 8th June 95, longest of 

17years from grant or 20 years 
from filing 

•  filed after 8th June 95, 20 years 
from PCT filing 
 

 Months             Years 
0 12 18     30                3-5            5-7            20 

Priority    PCT     ISR    National    Office actions       ……Grant……             Life 

Filing              Publication    Phase     US/EU       Japan         time 

€3,000  €8,500     €9,500    €20,000     €36,000    €60,000      €73,000 

17 
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Bridging the funding gap 

• Some (but not all) university inventions are early stage 

 

• You have enough results for a paper or patent 

 

• You might be struggling to find a customer  

 

• You might be worried that the breadth claimed in your patent cannot be supported 
with real examples 

 

• You may have been told that if you sell it now you will only make a small amount of 
money 

 

• The answer is proof-of-concept, translation or early-stage seed funding – Isis 
manages 2 funds for Oxford: 

• University Challenge Seed Fund and Oxford Invention Fund 

 

People 

Patent  
Budget 

PoC 
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(e.g. Oxford Catalysts) 

• Researchers awarded £124,500 in June 2001 
from the UCSF 

• Led to equity in the Co. in Dec 2005 

• A patent 

• Significant value back to fund – an evergreen 
fund (£1m to date) 

• Proof of concept award September 2004 

• £24,500 for building a prototype – 
impressing potential investors 
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Internal Marketing 

Key issues 

• Must maintain researcher confidence 

• Needs to be flexible – different techniques for different departments 

• Needs to be Continuous 

• Objective is to secure the ‘Right’ disclosures 

 

Elements of an internal marketing campaign: Meetings 

• Attendance at Departmental Seminars 

• Coffee and Cakes introductory sessions 

• Department contacts making introductions 

• Meetings with Department Heads 

• Surgery sessions 

• Researcher Drinks 

• Translational Funding Schemes 

• ….Innovative Ideas 
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Market Evaluation and Strategy - a recommended approach 

• Business and Product overview 

• Current structure and business objectives 

• Core capabilities and competencies 

• Key product and service offerings 

 

• Market Assessment 

• Addressable markets 

• Industry drivers and trends 

• Competitive landscape and key competitors 

 

• Market Positioning and Strategy 

• Proposed target markets  

• Define the product for the target markets 

• Recommended marketing approach 

 

 

Stakeholder 
Analysis 

SWOT 
Analysis 

PESTEL 

5 Forces 

Competitor 

Analysis 

Technology 

Review 

Competitive 

Position 

Define Product and its 
potential Market 
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After the Deal  

22 

The deal has been done... But there are still things to do 
 
• A transfer deal is about both parties seeing a return 

• For the licensor information helps  Budget planning, 
• Aids management decision making  

 
• Make sure you have original agreement signed by the licensee - first 

hurdle if things go wrong will be to prove copy is legitimate! 
 

• Might need to see agreement again in a few years so file well, ideally in a 
fire proof cabinet 
 

• Book important dates in diary until 
the end of the deal 
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Document Control 

Standard agreement? : Yes/ 

No 

If No 

Please highlight significant 

changes to the standard 

Isis/University approach and/or 

note where minor changes have 

been made to standard 

document; append tracked 

change where sensible.  

23 

You need a summary record of each 
deal : 
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Publicising the Deal 

24 

Success breeds success 
 
• So it is well worth publicising 

deals 
• Internally  
• Externally  

• Moral boosting for inventor, 
licensor and licensee 

 
However... 
• Beware of confidentiality 
• Get it checked by licensee’s press 

office and your own 
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Deal Management 

• Are the patent costs covered? 

• Is the licensee paying for ongoing patent bills? 

• Have back patent costs been paid? 

• Is Isis in the black? 

• Is the licensee keeping to the deal? 

• Are they exploiting the technology and keeping to development plan? 

• Are they making money and paying royalties? 

• Are there any research agreements or consultancy projects tied in? 

• Are there any alternative licensees? 

• Does the deal need to be renegotiated? 

• Is the technology still useful? 

• Has the technology been superseded? 

YES? 

NO? 
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Auditing 

Consider relationship and sums involved:  
is it worth the time, effort & cost? 

  

26 

The licensor should ask for audit rights:  

• Financial audit rights  - an accountant reviews the 
books and get licensee to pay costs owing. 

• Performance audit rights – project manager to  

• attend project meetings  

• get meeting minutes  

• check contracts with third parties by lawyer 

When to exercise these rights: 

• Licensee doesn’t pay when they should 

• Licensee pays some but not all 
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• Formed in August 2008 

• To manage the University's interests in its spin-out companies 

• Two executives (Director and Portfolio Manager) 

• Mission: “To add value to Oxford University’s stakes in its spin-outs” 

• Modus operandi 

• Working closely with Isis Innovation 

• Maintaining relationships with the companies and their Boards 

• Understanding their business models, aspirations and challenges 

• Creating transparent processes by which University can effect its aims 

• Implementing chosen course of action 

• Reporting to University (balanced analysis of upsides and downsides) 

Oxford Spin-out Equity Management 



© Copyright  2015 Isis Innovation Ltd. 

Winner ‘Technology Transfer Unit of the Year’  

       Global University Venturing 2014 

Winner ‘Technology Transfer Unit of the Year’  

       Global University Venturing 2014 

Isis Enterprise – A Global Innovation Management Consultancy 

Providing expertise and advice since 2004 

Policy and 
benchmarking studies 

Innovation 
Management 

Technology 
Commercialisation 

Translational Funding 
Impact Reviews 

Commercialisation 
Training  

Innovation Ecosystem 
Development 

Technology & Market 
Due Diligence  Technology Scouting 
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